REMARKS 

Applicants respectfully request reconsideration and allowance of the subject application 
in view of the foregoing amendments and the following remarks. Claims 1, 4, 22, 23, 26, 33, 34, 
37-39, 42, and 44-49 are pending in the application, with claims 1, 22, 26, 33, 34, and 37 being 
independent. Claims 1, 22, 26, 33, 34, and 37 have been amended. 

Rejections under § 103(a) 

In the Final Office Action mailed January 26, 2006, the Examiner rejected claims 1, 4, 
22, 23, 26, 33, 34, 37-39, 42, and 44-49 under 35 U.S.C. §103(a) as being unpatentable over 
Cookson (U.S. 6,591,365) in view of Bloom (U.S. 6,332,194). 

Applicants respectfully submit that the teachings of Cookson cited by the Examiner 
in support of the rejections under 35 U.S.C. §103(a) are not entitled to the priority date of 
the provisional application filed by Cookson on January 21, 1999. 

Attached hereto as Exhibit A is a true and correct copy of U.S. Provisional Application 
No. 60/116,641 filed by Cookson on January 21, 1999 (hereinafter "Provisional Application"). 
Inspection of the Provisional Application demonstrates that it fails to teach or suggest a 
substantial amount of the subject matter contained in U.S. Patent No. 6,591,365 (hereinafter "the 
'365 Patent"), including those portions of the '365 Patent that the Examiner relies upon in 
formulating the subject claim rejections. Accordingly, the subject matter not contained in the 
Provisional Application can only be accorded the filing date of U.S. Patent Application No. 
09/478,713, which was filed on January 6, 2000, and is therefore not prior art to Applicants' 
present application (claiming priority to a parent application filed on May 22, 1 999). 



LEE ©HAYES PLLC 



8ofl5 



attorney Docket No. MS1-356USC1 
Application No. 10/620,253 



More specifically, claim 1 as presently presented, recites: 

1 . An audio watermarking system comprising: 

a pattern generator configured to generate both a strong 
watermark and a weak watermark; and 

a watermark insertion unit configured to selectively insert 
the strong watermark into at least one segment of an audio signal 
and to selectively insert the weak watermark into at least one other 
segment of the audio signal, so that at least some resulting 
segments have either the strong or the weak watermark inserted 
therein, but not both. 

Initially, Applicants respectfully request that notice be taken of the emphasized portions 
of claim 1 above, since the Final Office Action mailed on January 26, 2006 quoted a prior 
version of claim 1 which omitted these elements. Assuming this omission was merely a 
typographical error, the Examiner cites Cookson's '365 Patent, at Col. 4, lines 37-43 and lines 
64-66, as teaching the following limitation of claim 1: "a watermark insertion unit configured to 
selectively insert the strong watermark into at least one segment of an audio signal and to 
selectively insert the weak watermark into at least one other segment of the audio signal, so that 
at least some resulting segments have either the strong or the weak watermark inserted therein, 
but not both." (Office Action, p. 2, f 4). Applicant has previously argued that the '365 Patent 
fails to teach or fairly suggest this limitation, which arguments will not be repeated herein for the 
sake of brevity, but rather, are incorporated by reference herein. 

More importantly, however, is that irrespective of the Examiner's views regarding the 
teachings of the '365 Patent, the Provisional Application (from which the '365 Patent claims 
priority) does not contain the subject matter cited by the Examiner (Cookson's '365 Patent, at 
Col. 4, lines 37-43 and lines 64-66) in formulating the rejection. The portions of the Provisional 
Application which discuss watermarks are quoted in their entirety as follows: 
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(A) ANALOG SIGNALS ARE CONVERTED TO (D) 
DIGITAL AND INSPECTED FOR WATERMARK (G). 
IF THE W/M SAYS DON'T COPY, THEN 
RECORDING IS PREVENTED. WITH NO W/M 
RECORDING IS ENABLED AND SIGNAL IS PASSED 
TO THE COMPRESSOR/ENCODER (H). 

(B) DIGITAL SIGNALS RECEIVED IN THE CLEAR ARE 
SCREENED FOR PREVIOUS COMPRESSION (E) AND 
WATERMARK (G) IF W/M SAYS NO COPY AND 
MATERIAL HAS BEEN PREVIOUSLY 
COMPRESSED, THEN RECORDING IS PREVENTED. 
IF NO W/M OR IF MATERIAL HAS NOT BEEN 
COMPRESSED THEN RECORDING IS ENABLED 
AND SIGNAL IS PASSED TO THE 
COMPRESSOR/ENCODER (H). 

(THIS REQUIRES A DIGITAL SIGNATURE IN THE 

ORIGINAL CD OR OTHER RECORDING THAT WILL 
NOT SURVIVE COMPRESSION - THE OPPOSITE OF 
A ROBUST WATERMARK) 

*** 

NOTES: 

1 . REQUIRES ADOPTION OF AN "INVERSE 

WATERMARK" THAT SURVIVES MLX DOWN BUT 
NOT COMPRESSION. 



(Provisional Application, p. 1, ffij 1-3, and p. 3, 1). 

The cited passages of Cookson's '365 Patent which the Examiner relies upon in 

formulating the rejection under 35 U.S.C. §103(a) state as follows: 

... For example, consider a watermark that is a standard 
digital signature (an encrypted hash of some portion of the 
linear PCM music file) whose bits replace the least 
significant bits in some sequence of digital samples. (This 
replacement has almost no effect on the music itself.) At 
least some of these least significant bits are invariably 
irretrievably lost during compression. . . . 

In its broadest form the invention does not require use of 
two separate watermarks. A single watermark may suffice 
to facilitate the detection of pirated music. . . . 

(Cookson's '365 Patent, at Col. 4, lines 37-43 and lines 64-66) 
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Examination of the Provisional Application (Exhibit A) demonstrates that the Provisional 
Application fails to teach or suggest the subject matter relied upon by the Examiner in 
formulating the rejection under 35 U.S.C. § 103(a). There is no teaching in the Provisional 
Application of "a watermark that is a standard digital signature (an encrypted hash of some portion of 
the linear PCM music file) whose bits replace the least significant bits in some sequence of digital 
samples," nor is there any teaching in the Provisional Application that "This replacement has almost 
no effect on the music itself." ('365 Patent, 4:37-41). The Provisional Application further fails to 
teach "At least some of these least significant bits are invariably irretrievably lost during compression," 
and also fails to teach "." ('365 Patent, 4:41-43). Finally, the Provisional Application also fails 
to teach "In its broadest form the invention does not require use of two separate watermarks. A single 
watermark may suffice to facilitate the detection of pirated music." ('365 Patent, 4:64-66). 

Because the subject matter cited by the Examiner is not contained in the Provisional 
Application, that subject matter can only be accorded the filing date of U.S. Patent Application 
No. 09/478,713, which was filed on January 6, 2000. Thus, the subject matter cited by the 
Examiner is not prior art to Applicants' present application (claiming priority to a parent 
application filed on May 22, 1999), and the rejections under 35 U.S.C. § 103(a) should be 
withdrawn. 

Furthermore, examination of the Provisional Application (Exhibit A) further 
demonstrates that the Provisional Application fails to disclose, teach, or fairly suggest "a 
watermark insertion unit configured to selectively insert the strong watermark into at least one 
segment of an audio signal and to selectively insert the weak watermark into at least one other 
segment of the audio signal, so that at least some resulting segments have either the strong or the 
weak watermark inserted therein, but not both," as recited in Applicants' claim 1. 
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Bloom is not cited for, and indeed does not remedy the above-noted deficiencies of the 
Provisional Application. Therefore, Applicants respectfully request reconsideration and 
withdrawal of the rejections of claim 1 under 35 U.S.C. § 103(a). Claims 4 and 44 depend from 
claim 1 and are allowable at least due to their dependency on claim 1, and also due to additional 
limitations recited in those claims. 

Claim 22 recites, in relevant part, an audio watermarking architecture comprising "a 
watermark encoding system configured to selectively insert a strong watermark into at least one 
segment of an audio signal and to selectively insert the weak watermark into at least one other 
segment of the audio signal, so that at least some resulting segments have either the strong or the 
weak watermark inserted therein, but not both[.]" For the reasons set forth above with respect to 
the rejection of claim 1, the rejection of claim 22 under 35 U.S.C. §103 (a) should be withdrawn, 
and claim 22 should be allowed. Claims 23 and 45 depend from claim 22 and are allowable at 
least due to their dependency on claim 22, and also due to additional limitations recited in those 
claims. 

Claim 26 recites "A method for watermarking an audio signal, comprising: watermarking 
a first portion of the audio signal with a strong watermark; and watermarking a second portion of 
the audio signal with a weak watermark, wherein the first and second portions are separate." 
Because there is no teaching or suggestion in the Provisional Application of "watermarking a 
first portion of the audio signal with a strong watermark; and watermarking a second portion of 
the audio signal with a weak watermark, wherein the first and second portions are separate" as 
recited in claim 26, the rejection of claim 26 under 35 U.S.C. §103 (a) should be withdrawn, and 
claim 26 should be allowed. Claim 46 depends from claim 26 and is allowable at least due to its 
dependency on claim 26, and also due to additional limitations recited in this claim. 
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Claim 33 recites, in relevant part, a method comprising "selectively encoding portions of 
an audio signal with a strong watermark and selectively encoding other portions of the audio 
signal with a strong watermark, so that at least some resulting portions have either the strong or 
the weak watermark encoded therein, but not both[.]" For the reasons set forth above with 
respect to the rejection of claim 1, the rejection of claim 33 under 35 U.S.C. §103 (a) should be 
withdrawn, and claim 33 should be allowed. Claim 47 depends from claim 33 and is allowable 
at least due to its dependency on claim 33, and also due to additional limitations recited in this 
claim. 

Claim 34 recites "A computer readable medium having computer executable instructions 
for: watermarking a first portion of an audio signal with a strong watermark; and watermarking a 
second portion of the audio signal with a weak watermark, wherein the first and second portions 
are separate." Because there is no teaching or suggestion in the Provisional Application of 
"watermarking a first portion of the audio signal with a strong watermark; and watermarking a 
second portion of the audio signal with a weak watermark, wherein the first and second portions 
are separate" as recited in claim 34, the rejection of claim 34 under 35 U.S.C. §103 (a) should be 
withdrawn, and claim 34 should be allowed. Claim 48 depends from claim 34 and is allowable 
at least due to its dependency on claim 34, and also due to additional limitations recited in this 
claim. 

Claim 37 recites "An audio watermarking system cornprisingj_a pattern generator 
configured to generate both a strong watermark and a weak watennark; and a watermark 
insertion unit configured to insert the strong watermark into a first segment of the audio signal 
and to insert the weak watermark into a second segment of the audio signal, wherein the first and 
second segments are separate." Because there is no teaching or suggestion in the Provisional 
Application of "watermarking a first portion of the audio signal with a strong watennark; and 
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watermarking a second portion of the audio signal with a weak watermark, wherein the first and 
second portions are separate" as recited in claim 37, the rejection of claim 37 under 35 U.S.C. 
§103 (a) should be withdrawn, and claim 37 should be allowed. Claims 38-39, 42, and 49 depend 
from claim 37 and are allowable at least due to its dependency on claim 37, and also due to 
additional limitations recited in these claims. 



For the foregoing reasons, Applicants respectfully submit that claims 1, 4, 22, 23, 26, 33, 
34, 37-39, 42, and 44-49 are in condition for allowance. If there are any remaining issues that 
may be handled by telephone conference, the Examiner is kindly invited to telephone the 
undersigned. 



CONCLUSION 



Respectfully Submitted, 





CDale C. Barr^ 
Lee & Hayes, PLLC 
Reg. No. 40,498 
(206) 315-4001 ext. 106 



Enclosures: Exhibit A. Copy of U.S. Provisional Application No. 60/116,641 
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Exhibit A. Copy of U.S. Provisional Application 
No. 60/116,641 
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